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earned patent term adjustment. See 37 CFR Ttoaw communication, even if timely filed, may ledure Iny 

1)13 Responsive to communication(s) filed on 23 Decemhf>r 9nno 
2am This action is FINAL. zbO This action is non-final 

Claim(s) 1,3-8, 10-15 and 17-70 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 13 Claim(s) 1.3-8. 10-15 f,nH i7.^n ic/.r^ rjrrtrrl 

7) 0 Claim(s) is/are objected to. 

9)0 The specification is objected to by the Examiner. 

10)D The drawing{s) filed on is/are: a)n accepted or b)^ objected to by the Examiner 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 
11 }U The proposed drawing correction filed on ic- a\n ^ u»r-i ^- ' 

a et^iionriieaon 'S- a)U approved b)D disapproved by the Examiner 

if approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f) 
a)n All b)D Some* c)n None of: 

1 •□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No 

. ; ° 'TpS^^^^^^^^^ received in this National Stage 

See the attached detailed Office action for a list of thi cerfiffed cop^^^^^^^^^^^^ received 

14) nAcknow,ed^^^^^^^^^^ 

15) n Ar? ^'rf" °' '^"3uage provisional application has been received 
15)0 Acknowledgment ,s made of a claim for domestic priority under 35 U.S.C §§ 120 and^or 121 

AttachmenKs) '^^atiuiw izi. 

Notice of References Cited (PTO-892) rn 

2) 0 Notice of Draftsperson-s Patent Drawing Review (PTO-948) = H '"'f.""^^S"'"'"^^<PTO-413) PaperNo(s). . 

3) 13 Informaton Disclosure Statement(s) (PTO-1449) Paper No(s) 14 . 6) □ Oth^ '^PP"'^^"''" (^^0-152) 
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DETAILED ArXTONf 

1. All outstanding rejections except for those described below are overcome by applicants' 
amendment filed 12/23/02. 



Claim Reiectinns - 35 USC §101 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 



3. Claims 1, 3-5, 7, and 1 1-15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ueda et al. (U.S. 5,886.098) in view of Mukohyama (U.S. 5,700,857). 

The disclosure is adequately set forth in paragraph 5 of the office mailed 6/2 1/02, Paper 
No. 1 1, and is incorporated here by reference. 

4. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ueda et al. in view 
of Mukohyama as applied to claims 1, 3-5, 7, and 1 1-15 above, and fiirther in view of JP 
01163252. 

The disclosure is adequately set forth in paragraph 6 of the office mailed 6/21/02, Paper 
No. 1 1, and is incorporated here by reference 



5. 



Claims 8, 10, and 17-19 are rejected under 35 U.S.C. 103(a) as being unpatentable 



over 



Ueda et al. (U.S. 5,886,098) in view of Mukohyama (U.S. 5,700,857). 
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The disclosure is adequately set forth in paragraph 7 of the office mailed 6/21/02, Paper 
No. 1 1 , and is incorporated here by reference. 



m 



6. Claim 20 is rejected under 35 U.S.C. 10S(a) as being unpatentable over Ueda et al. 
view of Mukohyama as applied to claims 8, 10, and 17-19 above, and further in view of JP 
01163252. 

The disclosure is adequately set forth in paragraph 8 of the office mailed 6/21/02, Paper 
No. 1 1, and is incorporated here by reference. 



Response to Arp ;iiinpint«8 

7. Applicant's arguments and 1.32 declaration filed 12/23/02 have been folly considered but 
they are not persuasive. 

Specifically, applicant argues that there is no motivation to combine Ueda et al. with 
Mukohyama given that the copolyetherester containing l-ioo/o polyether segments is not an ion 
conductive polymer and thus, the composition of Mukohyama is not conductive as defined by 
the present claims. In order to support their position, applicants have submitted 1.132 declaration 
that shows that the type of composition known under the tradename Rynite SST35 NCOl 0 is not 
electrically conductive as presently claimed. 

Applicant argues that the copolyetherester is not an ion conducting polymer given that 
the polymer does not contain proper amount of polyether segments. Applicants note that in order 
for a polymer to be ion conducting, a certain minimum amount of polyether must be present in 
the copolymer. As evidence to support this position, applicant points to page 110, right hand 
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column, of ,h= article -'lo. Trampor, in Sol.en,-Free Polymer,' (Ramer e, al.). However, i, is 
no, clear where on page 1 1 0, i, is disclosed fta, a certain amoun, of polye«,er n,us, be presem in 
copolymer in order for fte copolymer to be ion conductive. Clariflcad„„ is requested. 

With respect to the declaraUon. it is noted that «,e declaration does not provide any 
experimental details only conclusionary statements to support applic^fs position that Rynite 
SST35 NCOlO has surface resisUvity different than set fora, on the material safety data sheet 
(MSDS) and ttus, the declaration is not given any probadve value. Further, i, is noted that even 
if the declaration provided such experimental details, the declatation would not be sufflciem to 
overcome the rejections of i«:o,<l for the following reasons. 

Applicant states that an example of the type of composition described in Mukohyama is 
Rynite SST35 NCOl 0, which contains polyethylene terephthalate, polyethylene terephdtalate 
contaimng copolymerized polyethylene oxide, source of sodium ions, plasUcizer, toughner, and 
glass fiber. In the declaration filed 12/23/02, applicants state that the surface resistivity of such 
composition is 3.74 x lO" 0 and thus, is not electronically conductive. 

However, it is d,e examiner's position that aldrough the composition disclosed by 
Mukohyama is similar to Rynite SST35 NCOl 0, there are differences that would necessarily 
effect a,e conductivity of the composition. Specifically, the composition of Mukohyama utilizes 
only 30% glass fibers while Rynite SST35 NCOlO contains 36% glass fibers »d fUrther Rynite 
SST35 NCOlO contains 2.6% source of sodium ions while in Mukohy^ the source of ions can 
be presem in an amount of as high as 10%. Tie use of lower amount of glass fiber as well as the 
use of a higher amount of ion source would necessarily increase the conductivity of the 
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composition. Thus, while Rynite SST35 NCOlO may have surface resistivity of 3.74 x 10". it is 
not clear that the composition of Mukohyama has such surface resistivity. 

Further, although the surface resistivity of Rynite SST35 NCOlO as determined by 
applicants, i.e. 3.74 x lO" n , is outside the scope of presently claimed surface .^istivity, there 
is no evidence that this means fl,at fl,e com,»sition is non-conductive. only d«t flte composition 
has conductivity different than that presently claimed. Additionally, the material safety data sheet 
discloses that Rynite SST35 NCOlO is a stiffened, super tough glass reinforced modified 
polyethylene terephthalate. There is no disclosute that Rynite SST35 NCOlO comprises source of 
sodium ions and plasticizer as described by applicants. Thus, it is not clear if the surface 
tesistivity disclosed in the MSDS is for polyethylene terephthalate or for composidon comprising 
polyethylene tetephthalate, polyethylene terephthalate containing copolymerized polyethylene 
oxide, source of sodium ions, plastioizer, toughner, and glass fiber 

I. is also noted that even if the surface resistivity of the composition of Mukohyama is 
outside the scope of the surface resistivity presently claimed, MUcohyama is not used for its 
teaching of surface resistivity. The surface t^sistivity is already disclosed by the primary 
reference Ueda et al. while Mukohyama is used for its teaching of plasticizer which Mukohyama 
disclose is necessary to realize the ctystallizarion rate and molding temperature needed for 
tealizing the synergistic effect with such polycther segment (col.3, lines 40-46). In light of the 
motivation for using specific type of plasticizer disclosed by Mukohyama. i, is the examiner's 
position that the combmation of Ueda et al. with Mukohyama is proper 
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8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated fi-om the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 



9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Callie E. Shosho whose telephone number is 703-305-0208. The 
examiner can normally be reached on Monday-Friday (6:30-4:00) Alternate Fridays Off 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Vasu Jagamiathan can be reached on 703-306-2777. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-93 1 0 for regular 
communications and 703-872-93 1 1 for After Final communications. 
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Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0661. 



Callie E. Shosho 
Examiner 
Art Unit 1714 



CS 

March 21, 2003 



